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DETAILED ACTION 

1 . This document is the first Office Action on the merits. This action is responsive 
to the following communications: The Non-Provisional Application, which was filed on 
July 9, 2003, and a Status Inquiry, which was filed on July 12, 2005. 

It is noted that a claim of priority under 35 U.S.C. 1 19 has been made to foreign 
application 02368077.0 filed in the European Patent Office on July 1 1 , 2002, and it is 
noted that an English language copy of that application has been filed in this case. 

2. Claims 1-10 have been examined, with claim 1 being the independent claim. 

3. Claims 1-10 are rejected. 

The Specification 

4. Applicant is required to update the status (pending, allowed, etc.) of all parent 
priority applications in the first line of the specification. The status of all citations of U.S. 
filed applications in the specification should also be updated where appropriate. 

Claims Rejections - 35 U.S.C. 112, First Paragraph 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

5. Claims 1-8 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter that was 
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not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Dependent claim 9 claims a "system" to do the "method" of claim 1 and is 
therefore an evidence claim establishing that claims 1-7 claim a "method" without a 
"system." The specification does not enable one skilled in the art to make or practice 
such a method without a system. 

Claim Rejections - 53 U.S.C. 112, Second Paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Dependent claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 2 is not further limiting of its 
independent claim. Claim 1 cites a limitation including a "file format profile." Claim 2 
claims the creation of "at least one file format profile." The prior creation of the "file 
format profile" is inherent in the fact that it already exists. 

7. Dependent claims 9 and 10 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. A single claim which claims 
both an apparatus and the method steps of using the apparatus is indefinite under 35 
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U.S.C. 112, second paragraph. See, Ex Parte Lyell, 17 USPQ2d 1548 (Bd. Pat. App. & 
Inter. 1990). See also, MPEP 2173.05(p). 

Regarding dependent claim 9, it is an improper hybrid claim. Claim 9 depends 
from claim 1 . Claim 9 purports to be a system for performing the method of claim 1 . As 
a result, claim 9 is directed to neither a "system" nor a "method." 

Regarding dependent claim 10, it is an improper hybrid claim. Claim 10 
depends from claim 1. Claim 10 purports to be a "computer program product stored on 
a computer usable medium" for performing the method of claim 1 . As a result, claim 10 
is directed to neither a "computer program product" nor a "method." 

Claim Rejections - 35 U.S.C. 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

8. Independent claim 1 is rejected under 35 U.S.C. 101 because it lacks 
patentable utility. Claim 9 is an evidence claim that claim 1 , and its dependent claims 2- 
8, are non-statutory as claiming a pure method without a tangible embodiment, pure 
steps without form, and therefore lacking in utility. 
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9. Dependent claims 9 and 10 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. Claim 4 depends from 
independent claim 1 . In their relation to independent claim 1 , dependent claims 9 and 
10 embrace or overlap different statutory classes of invention set forth in 35 U.S.C. 101, 
which is drafted so as to set forth the statutory classes of invention in the alternative 
only. See, Ex Parte Lyell, 17 USPQ2d 1548, 1551 (Bd. Pat. App. & Inter. 1990). See 
also, MPEP2173.05(p). 

Regarding dependent claim 9, it is an improper hybrid claim. Claim 9 depends 
from claim 1 . Claim 9 purports to be a system for performing the method of claim 1 . As 
a result, claim 9 is directed to neither a "system" nor a "method." 

Regarding dependent claim 10, it is an improper hybrid claim. Claim 10 
depends from claim 1 . Claim 10 purports to be a "computer program product stored on 
a computer usable medium" for performing the method of claim 1 . As a result, claim 10 
is directed to neither a "computer program product" nor a "method." 

Claims Rejections - 35 U.S.C. 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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10. Claims 1-10 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Khoyi, et al. (U.S. Patent 5,303,379) [hereinafter "Khoyi"]. 

Regarding independent claim 1, Khoyi states: 

A method for formatting a source text file to be imported into a 
spreadsheet file comprising the steps of: 

a) selecting a file format profile to be associated to the source text file, the 
file format profile including at least one identifier with a corresponding formatting 
instruction; 

(See, Khoyi, col. 13, lines 36-37, stating: "Document objects represent text and 
associated formatting information." See also, Khoyi, col. 73, line 11 through col. 74, 
lines 2, teaching functions for text handling, including to set attributes and change fonts. 
See also, Khoyi, col. 27, lines 20-36, teaching a resource file with a customization file 
with a customization ID and a resource file with a customization ID.) 

b) creating a source-format link between the source text file and the 
selected file format profile; 

c) importing the source text file into the spreadsheet file; 

d) creating a location link between the imported source text file and its 
location into the spreadsheet file; and 

(See, Khoyi, col. 13 line 32 through col. 22, line 15, teaching "encapsulation" and 
"linking," whereby text to be incorporated in an object of a different data type, 
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specifically including a spreadsheet, is incorporated via links between the text and "link 
markers" within the other data type.") 

e) applying the selected file format profile to the imported source text file 
by using the source-format link and the location link. 
(See, Khoyi, col. 19, lines 50-51, stating: "Linking makes data from a child object 
appear in a parent object.") 

Regarding dependent claim 2, Khoyi states: 

The method of claim 1 further comprising before step a) a step of creating 

at least one file format profile including at least one identifier with a 

corresponding formatting instruction. 
(See, Khoyi, col. 27, lines 20-36 teaching a customization table including combinations 
of resource ID, resource file, and customization ID.) 

Regarding dependent claim 3, Khoyi states: 

The method of claim 2 further comprising a step of storing the created at 
least one file format profile into a file format profile database. 
(See, Khoyi, col. 60, lines 5-37, teaching the creation of a User Profile to store the 
customized version of a resource.) 
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Regarding dependent claim 4, Khoyi states: 

The method of claim 1 further comprising after step a) the step of 
modifying the selected file format profile. 
(See, Khoyi, col. 19, lines 50-53, teaching modification of the file format profile as a 
child object. See also, Khoyi, col. 73, lines 19-25, teaching a set attributes function to 
edit text attributes.) 

Regarding dependent claim 5, Khoyi states: 

The method of claim 4 further comprising a step of storing the modified 
selected file format profile into the file format profile database. 
(See, Khoyi, col. 60, lines 5-37, teaching the creation of a User Profile to store the 
customized version of a resource. See also, Khoyi, col. 60, lines 5-37, teaching the 
creation of a User Profile to store the customized version of a resource.) 

Regarding dependent claim 6, Khoyi states: 

T7?e method of claim 1 further comprising after step d) a step of storing the 
location link into a spreadsheet user profile database. 
(See, Khoyi, col. 19, line 45 through col. 22, line 15, teaching linking. See also, Khoyi, 
Figure 5, and col. 30 line 34 through col. 31, line 19, teaching a link table.) 
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Regarding dependent claim 7, Khoyi states: 

The method of claim 1 wherein the spreadsheet file is created by a 
spreadsheet program. 
(It is inherent that a spreadsheet file in an electronic document is created by a 
spreadsheet program. See, Khoyi, col. 13, line 44 and col. 14, line 11, teaching 
spreadsheet programs.) 

Regarding dependent claim 8, Khoyi states: 

The method of claim 1 further comprising after step e) a step of deleting 
the location link. 

(See, Khoyi, col. 31, lines 12-15, teaching "Delete Flag" to delete a link.) 

Regarding dependent claim 9, Khoyi states: 

A system comprising means for processing the steps of claim 1. 
(Claim 9 incorporates substantially similar subject matter as claimed in claim 1 and is 
rejected along the same rationale.) 

Regarding dependent claim 10, Khoyi states: 

A computer program product stored on computer usable medium, 
comprising computer readable program means for causing a computer to 
perform a method according to claim 1. 
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(Claim 10 incorporates substantially similar subject matter as claimed in claim 1 and is 
rejected along the same rationale.) 

11. It is noted that citations to specific, pages, columns, lines, or figures in the prior 
art references should not be considered to be limiting in any way. A reference is 
relevant for all it contains and may be relied upon for all that it would have reasonably 
suggested to one having ordinary skill in the art. See, MPEP 2123. 

Conclusion 

12. The following prior art is made of record and not relied upon that is considered 
pertinent to applicants' disclosure: 

Khoyi, et al. (U.S. Patent 5,634,124), teaching the invention claimed. 
Khoyi, et al. (U.S. Patent 5,421,015), teaching the invention claimed. 
Khoyi, et al. (U.S. Patent 5,421,012), teaching the invention claimed. 
San Soucie, et al. (U.S. Patent 5,369,778), teaching the invention claimed. 
Koss (U.S. Patent 5,231,577), teaching changing character attributes in 
spreadsheet cells. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael K. Botts whose telephone number is 571-272- 
5533. The examiner can normally be reached on Monday Thru Friday 8:00-4:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



Application/Control Number: 10/615,505 Page 1 1 

Art Unit: 2176 

supervisor, Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

MKB 



WILLIAM BASHORE 
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